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I Summary I

O There was a lot of discussion of how to secure SW after
SW was regarded as a separate valuable thing and now
double protection by patent law and copyright law has
become popular.

- US Supreme court had admitted a patent including SW
by Diehr case in 1981 and a BM invention by State Street
Bank ruling in 1998, and it is world-wide trend to admit
SW patent.

- However, the SW patent debate is still going on. For
example, EU shows ambiguous attitude about SW patent
because EPC §52(2)(c) declares computer program as a no
n-patentable invention but EPO’s patent guideline grants a
patent if a new computer-implemented invention
involving inventive step bring a further technical effect
than a normal computer program. Moreover, US Supreme
court recently ruled that a few BM inventions were just

abstract ideas and then they could not be patented.

O Last July, KIPO(Korean Intellectual Property Office)
introduced a new SW patent claim, “A computer program
stored on the media in combination with hardware” since

it had introduced a patent claim of medium containing
SW in 1998.
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- The original form of a new claim was “A computer program
running on computer”. But the MCST(Ministry of Culutre,
Sports and Tourism), NPOs like OpenNet, and a few IT
medias concerned a negative impact on the Korea SW
industry and KIPO finally executed a new modified SW
patent claim with the MCST’s consent.

O It can not be convinced that KIPO's new claim has
substantially enlarged the scope of protection of SW patent
and it may give a negative impact on Korea SW industry.

- Because the patent law is not amended and there is no
change on the scope of protection, new claim will just

improve the convenience of the patent applicant.

O There is no official and unanimous opinion of Korea SW
industry and then it is not a trustworthy news that Korea

SW industry as a whole opposes a KIPO's new SW claim.

O In addition, even if the bill of patent law reform plan by
KIPO in 2011 will pass the National Assembly, it is not
possible to conclude whether the law and order of patent
law will be disrupted or Korea SW industry will have a big
crisis.

- Patent law amendment plan in 2011 contained that SW itself
was regarded as a object and the definition of “Transfer”
included “Online Distribution”.

- It is a merit to settle down the prolonged legal discussion of

patent law by legislation and there would be no side-effect

SSPRI AZEOIYMITA v
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because Japan National Assembly passed the same law ten
years ago and there has been no legal problem in Japan.

- For an argument that Open source camp will wither
away, it is mnecessary to introduce an exemption to
consider non-profitable SW development as no patent

infringement.

O However, patent law reform should be instituted cautiously.

- There is no consenus about patent law reform because there
is no evidence that patent law reform can make a positive
impact on Korea SW industry and there is no urgent need to
complement the imperfect protection of the patent law in
force.

- Supplementary research about the effect on Open source
camp from the patent law amendment is required because

Open source promotion is a policy of Korea government

O There is a controversy about the usefulness and pros and
cons of SW patent among people working in Korea SW
industry.

- Multiple questionnaire surveys by KIPO has shown that the
major opinion was that SW patent and patent law reform
was necessary.

- Whereas KOSA(Korea Software Industry Association) officials
and the partcipants of SPRi form held on July 22 standed
for SW patent and patent law reform, the open source camp

such as Open Net standed against them.
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- ?hA, 20021 2¢ -FHA WY 3] (European Commission)7} A
?H(Software Patents Directive)8)+ 2005
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5) HE3F|¥H(The European Patent Convention) A|52x9] ¥+ tf2yt Z+He.

Article 52 Patentable inventions

(1) European patents shall be granted for any inventions, in all fields of technology, provided that
they are new, involve an inventive step and are susceptible of industrial application.

(2) The following in particular shall not be regarded as inventions within the meaning of
paragraph 1:

(a) discoveries, scientific theories and mathematical methods;

(b) aesthetic creations;

(c) schemes, rules and methods for performing mental acts, playing games or doing business, and
programs for computers;

(d) presentations of information.

(3) Paragraph 2 shall exclude the patentability of the subject-matter or activities referred to
therein only to the extent to which a European patent application or European patent relates to
such subject-matter or activities as such.

6) 29X, E5Y A3H, vFIAL 20114, 14WHo)| Q185
7) o=y 131—5'_—3 EPO, Patent for Software? European law and practice(2013) 13@HofA] Q18&t
A specific claim form for the protection of computer-implemented inventions is the "computer
program/computer program product”. It was introduced in order to provide better legal protection
for computer programs distributed on a data carrier and not forming part of a computerised
system.
This claim form should not be confused with the term "computer program" as a list of
instructions. Subject-matter claimed under this form is not excluded from patentability if the
computer program resulting from implementation of the corresponding method is capable of
bringing about, when running on a computer or loaded into a computer, a "further technical
effect" going beyond the "normal" physical interactions between the computer program and the
computer hardware on which it is run.

8) AAl WAL “Directive on the patentability of computer-implemented inventions”(2002,/0047/COD)
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11 Computer programs

(1) A computer program is not an invention and not a manner of manufacture for the

purposes of this Act.

(2) Subsection (1) prevents anything from being an invention or a manner of
manufacture for the purposes of this Act only to the extent that a claim in a patent or
an application relates to a computer program as such.

(3) A claim in a patent or an application relates to a computer program as such if the
actual contribution made by the alleged invention lies solely in it being a computer
program.

Examples

A process that may be an invention

A claim in an application provides for a better method of washing clothes when using
an existing washing machine. That method is implemented through a computer program
on a computer chip that is inserted into the washing machine. The computer program
controls the operation of the washing machine. The washing machine is not materially
altered in any way to perform the invention. The Commissioner considers that the
actual contribution is a new and improved way of operating a washing machine that
gets clothes cleaner and uses less electricity.

While the only thing that is different about the washing machine is the computer
program, the actual contribution lies in the way in which the washing machine works
(rather than in the computer program per se). The computer program is only the way
in which that new method, with its resulting contribution, is implemented. The actual
contribution does not lie solely in it being a computer program. Accordingly, the claim
involves an invention that may be patented (namely, the washing machine when using

the new method of washing clothes).

A process that is not an invention

An inventor has developed a process for automatically completing the legal documents

necessary to register an entity.

115) =X : http://www.legislation.govt.nz/bill/government/2008/0235/14.0/versions.aspx 2] Patent
Act 2013 &%=
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The claimed process involves a computer asking questions of a user. The answers are
stored in a database and the information is processed using a computer program to
produce the required legal documents, which are then sent to the user.

The hardware used is conventional. The only novel aspect is the computer program.
The Commissioner considers that the actual contribution of the claim lies solely in it
being a computer program. The mere execution of a method within a computer does
not allow the method to be patented. Accordingly, the process is not an invention for
the purposes of the Act.

(4) The Commissioner or the court (as the case may be) must, in identifying the actual
contribution made by the alleged invention, consider the following:

(a) the substance of the claim (rather than its form and the contribution alleged
by the applicant) and the actual contribution it makes:

(b) what problem or other issue is to be solved or addressed:

(¢) how the relevant product or process solves or addresses the problem or other
issue:

(d) the advantages or benefits of solving or addressing the problem or other issue
in that manner:

(e) any other matters the Commissioner or the court thinks relevant.

(5) To avoid doubt, a patent must not be granted for anything that is not an invention

and not a manner of manufacture under this section.
O Embedded softwareol] @3+ 7}ol &gkl A Hllle)

Patentable inventions

We recommend amending clause 15 to include computer programs among inventions
that may not be patented. We received many submissions concerning the patentability of
computer programs. Under the Patents Act 1953 computer programs can be patented in
New Zealand provided they produce a commercially useful effect.3 Open source, or free,

116) &4] : http://www.legislation.govt.nz/bill/government/2008/0235/14.0/whole.html
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software has grown in popularity since the 1980s. Protecting software by patenting is
inconsistent with the open source model, and its proponents oppose it. A number of
submitters argued that there is no “inventive step” in software development, as “new’
software invariably builds on existing software. They felt that computer software should
be excluded from patent protection as software patents can stifle innovation and
competition, and can be granted for trivial or existing techniques. In general we accept

this position.

While the bill would provide adequate incentives for innovation, however, we are aware
of New Zealand companies who have invested in a significant number of
software-related inventions, involving embedded softwarel!l?). We sought advice on the
approach taken in other jurisdictions such as the United Kingdom and the United States,
and whether legislation that would enable “embedded software” to be patentable might
be practicable. After careful consideration we concluded that developing a clear and
definitive distinction between embedded and other types of software is not a simple
matter; and that, for the sake of clarity, a simple approach would be best. We received
advice that our recommendation to include computer programs among the inventions
that may not be patented would be unlikely to prevent the granting of patents for

inventions involving embedded software.
We recommend that the Intellectual Property Office of New Zealand develop guidelines

for inventions containing embedded software.118)

117) Embedded software is computer software which plays an integral role in the electronics it is
supplied with (e.g. cars, pacemakers, telephones, and washing machines).
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